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FACTS AND PROCEDURAL POSTURE

The notions before the Court arise from an action for
declaratory judgnment brought by the Plaintiffs, The Dow
Chem cal Conpany (hereinafter “Dow’), against the Defendants,
Messer Gri esheimlindustries, Inc. (hereinafter “M3d”). M3 is
a subsidiary of Messer Giesheim GrbH (hereinafter “M3G').
The claim centers on Dow s sale to Md of U S Patent No.
5,388,650 (hereinafter “*650 patent”), which introduced a

nmet hod for the production of nitrogen for downhole drilling.

Background I nformation

On January 31, 1989 Dow and BQC Group, PLC (hereinafter
“BOC’) entered into a joint venture, known as CGeneron Systens
Inc. (hereinafter “Generon”) for the purpose of devel oping,
manuf acturing and marketing products for the extraction of
gases from air. This joint venture existed for over three
years unti |l its di ssol uti on on Cct ober 30, 1993.

Notwi thstanding the termination of the joint venture, Dow



continued to operate Generon on its own. During its
exi stence, Keith Mchael, a Generon enployee, allegedly
devel oped the technol ogy that resulted in the application for
the * 650 patent. Under the terns of his enpl oynent contract,
M. Mchael assigned his entire right, title and interest in
the technol ogy to Generon. Generon applied to the U S Patent
and Trademark O fice for a patent on this technol ogy on June
14, 1993. A patent issued on February 14, 1995,

In March of 1995, M. M chael resigned from Generon and
becane an enpl oyee of another of MG s subsidiaries, U S. Gas
Syst ens. In the latter part of 1995 Dow and M43 began
negotiating for the sale of all of Generon’s assets to Md,
including the ‘650 patent. M3 selected M. Mchael to
conduct due diligence between Novenber 1995 and | ate January
1996, in order to evaluate the wi sdomof such a purchase.' He

ultimately recommended that Md acquire Generon. During this

' Dbue diligence, in this case, included investigation of the Dow

assets, including the ‘650 patent, and determ ning the value of those assets.
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peri od, M. Mchael was made the Director of Generon
| nt ernati onal . ?

The sal e/ purchase agreenent was executed on January 21,
1996. According to the agreenent, Md was to pay to Dow
$17, 500,000 for all of the assets of Generon. The agreenent
included Dow s warranty of title to all assets named in the
agreenent, including title to the ‘650 patent. Also included
was a clause requiring Dow to indemify, defend and hold
har m ess M3 from litigation arising under certain
ci rcumnst ances. Final closing on the sale took place on
January 26, 1996. In February 1996, shortly after the sale
was executed, M. Mchael was nmade Ceneral Manager of MG
Generon®, and in August of 1996 he received yet another
position, this tine as Director of Marketing for Md.

Meanwhi | e, on January 22, 1996, an undi sclosed third party

2 M. Mchael was made the Director of Generon International on January

1, 1996. This position was clearly a tenmporary one, however, as Generon
International is a fictitious name used by MGl during negotiations with Dow to
negoti ate the purchase of Generon Systems. Generon |International never
exi sted as a functioning business enity.

® MG Generon was the entity that resulted fromthe MG 's acquisition of
Generon from Dow.
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filed a Re-exam nation Request* with the U S Patent and
Trademark O fice with respect to the ‘650 patent. Thi s
request sought to invalidate the ‘650 patent based upon newy
di scovered prior art.® Any person may file a request at any
time for the Office’s re-exam nation the clainms of a patent on
t hat basi s.

On Decenber 3, 1997, Air Liquide America Corporation
(hereinafter “Air Liquide”) filed a Declaratory Judgnent
action in the US. District Court for the District of New
Mexi co®, challenging MAd’'s ownership of the ‘650 patent.’ Air
Li quide claimed to be the true owner of the patent because it

had been assigned to them by the individuals nom nated by Air

4 . . . . . .
A re-exam nation request IS, I n essence, an atterrpt to invalidate a

pat ent .

> 35 U.S.C 8§301. Prior art includes any relevant know edge, acts

descriptions and patents which pertain to, but predated, the invention in
questi on.

® The Air Li qui de Action was styled Air Liquide Anerica Corporation and

Medal, L.P. v. MG Industries, Inc. and MG Generon, Inc., C.A. No. ClIV-97-1536-
LH/ LFG.

" The parties disagree as to what initiated Air Liquide' s suit. Dow

claims that MGl accuse Air Liquide of patent infringement in late 1997, while
MGl clainms that Air Liquide filed its suit wi thout provocation. This

di screpancy is not, however, inmportant to the ultimte resolution of the

i ssues at bar.
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Liquide as the true inventors of the downhole drilling
t echnol ogy, Rod Huskey and Paul Allen.® Air Liquide further
al l eged that M. M chael had actually stolen the information
upon which the ‘650 patent was based from M. Huskey and M.
Al | en.

I n February 2000, MGl and Air Liquide agreed to settle the
case. In defending this action, M&A clainms that it incurred
over two mllion dollars in legal fees and costs. In
addition, MG 's settlenment of the lawsuit resulted in Air
Li qui de being granted free use of the technol ogy covered by
the ‘650 patent. MGl subsequently notified Dow of its claim
to indemification pursuant to the sal e/ purchase agreenent for
the expenses occurred in the Ar Liquide litigation and
settl enment.

Dowinstituted the present litigationin this Court on May
13, 1999, seeking a declaration of its indemification

obligations to MJ. Its conplaint enconpassed both

8 Didn't they know M. M chael somehow?
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contractual and patent |aw issues. M3 renoved the suit to
the United States District Court for the District of Del aware,
asserting federal jurisdiction over patent issues.® On
plaintiff’s notion to remand, District Judge Robi nson of that
court remanded the case to this Gourt on March 21, 2000. She
held that the case could be resolved by the Delaware state
courts on the contractual issues, wthout considering the

i ssues rai sed under federal patent |aw.

® 28 U.S.C. §81441 and 1338. Section 1441(a) provides in relevant part

that “any civil action brought in State court of which the district courts of
the United States have original jurisdiction, may be removed by the
defendant... to the district court of the United States for the district and
di vi sion enmbracing the place where such action is pending.” Section 1338 (a)
provides that “[t]he district courts shall have original jurisdiction of any
civil action arising under any Act of Congress relating to patents.”

-6-



THE PARTI ES CONTENTI ONS

M3d’'s Motion to Dism ss and for Partial Sunmmary Judgnent

M3’ s Argunents

On Cctober 19, 2001 Md filed a notion to dismss Counts
Il and IIl of Dow s conplaint, contending that those Counts do
not allege facts, even if taken as true, necessary to
establish a claim upon which relief my be granted, nor do
they satisfy the elenents of an estoppel claim? In the
alternative, M3d clainms that those Counts, although set forth
as an estoppel argunent, in reality constitute an “uncl ean
hands” defense.'* As such, Dow is actually seeking equitable
relief, which M3 contends is beyond the jurisdiction of this
Court. Therefore, Counts Il and Ill should be dism ssed for
| ack of subject matter jurisdiction.

M3 al so declares that if any party had a responsibility

1 The counts (expl anati on?)

' The doctrine of unclean hands holds that in equity, as in law, the

plaintiff's fault, |like the defendant’s, may be relevant to the question of
what, if any, remedy plaintiff is entitled to. BLACK’ s LAw Di cTI oNARY 1524 (6th
ed. 1990).
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to do “due diligence” as to the true inventorship of the ‘650
patent, it was Dow at the tinme that it originally applied to
the U S Patent and Trademark Cfice. Even assum ng,
arguendo, that Dow had no neans of obtaining the facts
regardi ng the actual source of the ideas supporting the ‘650
patent, M3 holds that Dow did not rely upon any of Md's
actions taken during the re-exam nation'? in any way t hat woul d
justify a claimof estoppel.

M3 then noves for partial summary judgnment on the issue
of whet her Dow breached its warranty of title upon transfer of
the ‘650 patent to MJ. It asserts that Dow did not have
marketable title to the 650 patent as a matter of |aw at the
time of transfer, as evidenced by Air Liquide s declaratory
j udgnent action claimng ownership of the patent.

Dow s Response

Dow responds that M3 is precluded fromasserting a breach

2 As a result of the re-exam nation, MG amended some portions of the

‘650 patent, but did no acknow edge the existence of other inventors (i.e.,
Huskey and All en).
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of warranty cl ai m agai nst Dow because any defect in the ‘650
patent was directly caused by Md’'s own alterations during the
re-exam nation of the patent. In essence, Dow argues that any
breach of warranty it nmay have commtted is superseded by
M3 ’'s proximte causation of the danmage of which MJ
conplains.*® In addition, Dow avers that when M3 submtted
its alterations of the ‘650 patent to the United States Patent
Trademark O fice, it inplicitly represented that M. M chael
was the sole and true inventor of the patent. Particularly,
Dow points to Md’'s failure to take the opportunity to add any
additional inventors to its re-draft of the patent.

Dow al so argues that its argunent of assignor estoppel is
valid against Md’'s breach of warranty claim It refutes
M3 ’'s contentions that Dow is asserting an “estoppel in pais”

claim* and insists the |l egal prem se of assignor estoppel is

B o support of this proposition, Dow cites Exxon Co. v. Sofec, Inc.,

517 U. S. 830, 116 S. Ct. 1813, 1819 (1996).

¥ Mel does not explicitly | abel Dow s claimone of “estoppel in pais”

(al so known as “equitable estoppel”), but the |abel is apt, given the

definition of the doctrine as one “by which a person may be precluded by his
act or conduct..., from asserting a right which he otherwi se would have had..
The doctrine rests upon principle [sic] that when a person by his acts causes
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the bar on which its argunents rest.

Finally, Dow views M3d’'s notion for summary judgnent to
be factually and legally neritless, and frivol ous as a result.
Dow describes Md'’'s argunent in the notion for summary
judgnment as hinging on Air Liquide’'s allegation that it was in
fact the true owner of the ‘650 patent. Dow protests that an
all egation nade by a third party in unrelated litigation (to
which Dow was never a party) falls woefully short of
establishing that Dow breached its warranty to title as a
matter of |aw

Dow concl udes by pointing to the specific warranty Dow
gave Md regarding the ‘650 patent, in which it stated that
“[t]o Generon’s know edge, ..., all such Intellectual Property
Ri ghts are exclusive, valid, uncontested, and i n good st andi ng

and Generon is aware of no inpairnent to suing or enforcing

anot her to change his condition to his detriment, person perform ng such acts
is precluded from asserting a right which he otherwi se m ght have had.”
BLACK' S LAW DI CTI ONARY 551 (6'" ed. 1990). This is essentially what MG
argues, albeit incorrectly, that Dow s estoppel claim enconpasses.
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such rights.”* Consequently, Dow argues that it cannot be
held to have breached a warranty that specifically limted
Dow s responsibility to the extent of its actual know edge.
It therefore cannot be held responsible for M. Mchael’s
excl usi ve know edge that the title to the ‘650 patent was not
mar ket abl e.

Inits reply brief, M3 reiterates its belief that Dow has
failed to denonstrate how its allegations support a claim of
estoppel, pointing to Dows failure to cite sufficient
Del aware authority on its own behal f.

M3 goes on to argue that M3d’'s actions in the U S. Patent
and Trademark O fice, whether they tainted the ‘650 patent or
not, are beyond the jurisdiction of this Court, as they are
pat ent i ssues, and thus governed by federal |aw. Further, M3
clains that Dowis judicially estopped fromasserting matters
of substantive patent |law, as Dow relied on the argunent that

this case was purely contractual when it sought to have it

¥ pl.'s Memo. in Opp. To Def.’s Mot. to Dism ss at 10.
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renoved fromthe District Court of Del aware.

In support of its notion for the dism ssal of Count 111
of Dow s conplaint, M3 accuses Dow of warranting that the
‘650 patent had a good and marketable title at the tinme of the
sale, while it was actually subject to a clai mof ownership by
athird party.?®

Finally, M3d argues that Dowhas a responsibility to honor
the warranties it made to M3 in the purchase agreenent,
despite the “specific know edge” warranty contai ned therein.
In any event, M3d declares that the resolution of conflicting
provisions in the agreenent (i.e., between general and
specific warranties of marketability) is a matter of |aw, and

t hus anenable to summary judgnent.

¥ 9t s important to note that the date the agreement was “executed”

was January 21, 1996, while the “closing” date of the purchase was January 26
1996. Interestingly, it was on January 22 that the “undisclosed” third party
requested a re-exam nation of the '650 patent. While it is conceivable that
Dow coul d have received notice fromthe U. S. Patent and Trademark Office
regarding the request for re-exam nation by January 26, 1996, it is inmpossible
for Dow to have known of that request on January 21, 1996. As a result,
precision as to the actual date the sale was consummated is required to
determ ne whet her Dow shoul d have been aware of inmperfections in the ‘650
patent’'s title.
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Dow s Motion to Di sm ss'’

Al so before the Court is Dows Mtion to Dismss M3d’'s
Countercl aim This notion is based upon the theory of
assi gnor estoppel. That theory holds that one who assigns a
patent and those in privity with the assignor may not |ater
attack the validity of the patent.!® Here, Dow asserts that
M. Mchael and Md are or were in privity, due to M.
M chael’s high position at M3, as well as his considerable
I nvol venent in M3d’'s acquisition of Generon and the ‘650
patent. Because M. M chael assigned the ‘650 patent to M3,
neither he nor MAd nmay repudi ate the representations that M.
M chael nade to Dow in assigning the ‘650 patent.

M3 answers on three fronts. First, they contend that
assi gnor estoppel is not applicable here. They propose that

assignor estoppel only applies in situations where the

7 Because Dow submits deposition testinony in support of its motion to

dism ss MGl 's counterclaim it is rendered a nmotion for summary judgnent. See
di scussion infra pp. 14, 21.

¥ Dpiamond Scientific Co. v. Anbico, Inc., 848 F.2d 1220, 1224 (Fed.

Cir. 1988).
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assignor of a patent attenpts to defend against an
I nfringenment claim nmade against him In the instant case,
M3 ’'s action against Dowis not an infringenent claim it is
a claimfor indemity. Furthernore, even assum ng assignor
estoppel is applicable in this instance, Md argues that the
requisite level of privity is not present between M. M chael
and M3 .

Second, Md charges that assignor estoppel is an equitable
remedy that is beyond this Court’s jurisdiction. Finally, M3
mai ntai ns factual issues regarding the true inventor of the
‘650 patent nust be resolved before the Court can enforce
assi gnor estoppel. As a result, summary judgnent on Dow s

notion is inappropriate at this juncture.

-14-



DI SCUSSI ON

St andards of Revi ew

A notion to dism ss a conpl ai nt pursuant to Superior Court
Cvil Rule 12(b)(6) for failure to state a claim upon which
relief can be sustained wll not be granted unless the
plaintiff will not be able to recover under any circunstances
given the allegations raised in that docunent.?'® For purposes
of review ng the conplaint, those allegations are accepted as
true and the test of sufficiency is lenient.? The nonnovi ng
party is entitled to an opportunity to present material in
response. % Were matters outside the pleadings are
consi dered, such as affidavits and depositions, the notion
becomes a notion for sunmmary judgnment and is disposed of

pursuant to Superior Court Avil Rule 56.22

19 Spence v. Funk, 396 A.2d 967 (Del. 1978); and Bissel v. Papastavros’

Assocs. Med. | maging, 626 A.2d 856 (Del. Super. 1995), appeal denied, 623 A.2d
1142 (Del. 1993).

20 State ex rel. Certain-Teed Prods. Corp. v. United Pac. Ins. Co., 389

A.2d 777 (Del. Super. 1978).

2L Super. Ct. Civ. R 12(b).

2 sShultz v. Delaware Trust Co., 360 A. 2d 576 (Del. Super. 1976),

Mal pi ede v. Townson, 780 A.2d 1075, 1090 (Del. 2001).
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The burdens of a motion to dismss and a notion for
summary judgnent are simlar. A notion for sunmmary judgnent
will only be granted where the noving party establishes that
there is no genuine issue of material fact in dispute and that
the novant is entitled to judgment as a matter of |aw. ?®* The
facts nust be viewed in the |light nost favorable to the
nonnovi ng party?, and the nmotion will not be granted, even in
the absence of any dispute of material fact, where it seens
desirable to inquire further into the facts to clarify the
application of the lawto the facts.? However, the role of
the Court is not to weigh evidence, and uncontroverted

statenents are to be accepted as true. ?®

3 Martin v. Nealis Motors, Inc., 247 A.2d 831 (Del. 1968); and Burish

v. Graham 655 A.2d 831 (Del. Super. 1994).

24
1973)

Pul | man, Inc. v. Phoenix Steel Corp., 304 A . 2d 334 (Del. Super.

= Guy v. Judicial Nom nating Comm _, 659 A . 2d 777 (Del. Super. 1995).

% Battista v. Chrysler Corp., 454 A.2d 286 (Del. Super. 1982).
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M3's Motion to Disnmss and for Partial Sunmary Judgnent

When contenpl ating the first two portions of MAd’'s notion,
the Court will not grant the notion unless Md has proven that
Dow could not prevail under any set of circunstances. The
Court finds that M3 has not net this burden in either regard.

First, M3d clains that Dow has failed to allege or to
provide facts to support a claim of estoppel. The Court
di sagrees. Under Exxon, "where the injured party is the sole
proxi mate cause of the damage conpl ai ned of, that party cannot
recover in contract froma party whose breach of warranty is
found to be a nere cause in fact of the damage."?” The issue
in Exxon was whether certain parties were exonerated from
possi bl e warranty liability because the superveni ng negligence
of a ship's captain had been found by the trial court to have
been the "sol e proxi mate cause" of the damage therein. Here,
Dow alleges that MG failed to take advantage of the

opportunity to alter the ‘650 patent in such a way during re-

27
(1996) .

Exxon Co. v. Sofec, Inc., 517 U.S. 830, 116 S. Ct. 1813, 1819
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exam nation as to properly credit inventors other than M.
M chael . As a result, Dow reasons that M3 left itself
vul nerable to the litigation initiated by Air Liquide, and
that Dow is not responsible to indemmify M3 against any
| osses incurred as a result. Accepting these allegations as
true, Exxon indicates that MG shoul d be estopped from hol di ng
Dow responsi ble for MG ’'s indemificati on when MGl essentially
brought the Air Liquide litigation on itself.

MGl also contests that Dow has failed to meet the
traditional requi rements for an estoppel def ense under

Waggoner v. Laster.?® However, the Supreme Court has never

anal yzed assignor estoppel by reference to the elenents of
equi tabl e estoppel and has explicitly recognized assignor

estoppel to be the functional equival ent of estoppel by deed. ?

B In Waggoner, the U.S. Supreme Court delineated a 3 step test to

determ ne whet her estoppel could be established: 1) the party claim ng
estoppel | acked know edge or the means of obtaining the know edge of the truth
of th facts in question; 2) the party claimng estoppel relied on the conduct
of the party against whom estoppel is claimed; and 3) the party claimng
estoppel suffered a prejudicial change of position as a result of his
reliance. 581 A.2d 1127, 1136 (Del. 1990).

% Di amond Scientific Co. v. AMBI CO Inc., 848 F.2d 1120, 1225 (Fed. Cir.
1988), citing Westinghouse Elec. & Mg. Co. v. Formica Insulation Co., 266
U.S. 342, 348-49 (1924).
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Est oppel by deed is a formof |egal, not equitable, estoppel.?3°
The primary consideration in the doctrine application is the
measure of unfairness and injustice that would be suffered by
Dow if MG and M. M chael were allowed to pursue a breach of
warranty of title claim The Court finds that to allow MG
(who we nmust assune is in privity with M. Mchael for the
pur poses of this portion of the present nption) to now claim
a defect in the ‘650 patent’s title, and seek indemification
from Dow agai nst | osses related thereto, would constitute an
intolerable injustice to Dow. Therefore, the Court cannot
grant MGl's notion to dismss in the interest of fairness to
the parties involved, and finds that Dow has sufficiently
stated a claim- assignor estoppel - upon which relief may be

granted under Rule 12(b)(6).

Turning to MG’ s contention that Dow constructively seeks

relief under an equitable remedy, the Court finds that MG has

% AMP, Inc. v. United States, 389 F.2d 448, 452, cert. denied, 391

U S. 964(1968).
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failed to adequately explain how it reached this concl usion

MGl sinply spouts quotes from various treatises, and makes a
hazy reference to the “facts as alleged”?3. This is not a
sufficient basis upon which the Court can conclude that Dow

seeks recovery under the doctrine of unclean hands.

Finally, as discussed supra, M& has m sapprehended the
brand of estoppel in dispute here, and has m stakenly proposed
that the test in Waggoner is applicable to the case at bar.
As a result, M3'’'s argunent that Dow did not exhibit
sufficient reliance on any of MGl’'s actions during the re-
exam nation (or prejudice therefrom is inapplicable, and does

not warrant further analysis.

MGl s notion for partial summary judgnment nust also fail.
MGl argues that Dow breached its warranty of marketable title
as a matter of |law. However, no matter what MGl all eges Dow s
responsibilities may have been surrounding “due diligence”,

t he question remai ns whether MGl and M. M chael were or are

. Def.'s Mot. to Dismiss at 8.
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in privity. If so, MGl will be barred by the doctrine of
assi gnor estoppel from holding Dow |iable regarding the ‘650
patent’s marketability at the time it was transferred to MGl .

In the case at bar, there is nuch dispute over how nuch
control M. Mchael exerted over MdJ in his various
positions.?** MJd declares that M. M chael was a nere enpl oyee
with a fancy title and little or no autonony, who exerted
m ni mal control over M3 at the tinme it purchased Generon. On
the ot her hand, Dow naturally portrays M. M chael as a “top
dog” who exerci sed consi derabl e, unchecked authority over the
subsi diary that received and conducted the patented busi ness.
Further, M. M chael spearheaded the due diligence effort that
resulted in M3d’'s acquisition of Generon, and received a

portion of the resulting profits as a bonus.

The degree of privity between M. M chael and MGl is in

di spute between the parties, and is a genuine and materi al

% The Court has been unable to determ ne whether M. M chael’s j ob

titles (“Director” of U S. Gas Systems, “Director” of Generon International,
“General Manager” of MG Generon, and “Director” of Marketing indicate
positions of real power in the MG organization.
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fact that may have a significant inpact on the outcone of the
proceedi ngs. As such, the Court finds that further
investigation into this relationship is desirable, and as a

consequence, summary judgment is premature at this tine.

Dow s Motion to Dism ss/Mdtion for Summary Judgnment

Because deposition testimny has been filed in support of
Dow s nmotion for dismssal, it will be considered a notion for
summary judgnment. 33 Dow s notion is based upon the | egal
concept of assignor estoppel. “Assignor estoppel is an
equi tabl e doctrine that prevents one who has assigned the
rights to a patent [or one who is in privity with that person]

from later contending that what was assigned is a
nullity.”®* As applied to this case, Dow contends that M.
M chael, in his assignment of the patent to Dow, represented

that he was the sole inventor. Thus, MG, by virtue of its

3 Mal pi ede v. Townson, 780 A.2d 1075, 1090 (Del. 2001).

3 Diamond Scientific Co. at 1224.
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relationship with M. Mchael, is now barred from repudi ating
that representation, because MG and M. Mchael are in
privity.

The factual scenario presently before the Court is
slightly different fromnost cases in which assignor estoppel
I's asserted. In mpst situations, the assignor is asserting
the invalidity of the patent because one in privity with him
has infringed on the patent. Here, neither M. M chael nor
M3 has infringed on the patent. I ndeed, it is M3 who
actually owns the patent through the sale agreenent wth Dow.
Nevert hel ess, the practical effect is the sane. M3 is
asserting a claimof indemification based upon its clai mthat
the 650 patent is invalid as a result of unmarketable title.
As such, justice appears to demand that assignor estoppel be

avai l able to Dow as a def ense.

Thus, the question becones one of privity. Specifically,
whether the requisite level of privity existed between M.

M chael and Md to effectively bar M3d’'s cl ai m agai nst Dow.
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VWhen considering privity in the context of an assignor of
estoppel defense, in particular where the assignhor is the
i nventor of the patent in suit and the defense is asserted
against the corporation for which he presently works, the
court should look to whether “the assignor has exercised
substantial control over, and/or held consi derable financial
interest in, the defendant corporation.”?® Wen faced with the
sane privity issue in an infringement case, the Federal

Circuit explained that:

If an inventor assigns his invention to his enpl oyer
conpany A and leaves to join conpany B, whether
conpany B is in privity and thus bound by the
doctrine wll depend on the equities dictated by the
rel ati onship between the inventor and conpany B in
light of the act of infringenent. The closer that
relationship, the nore the equities wll favor
appl ying the doctrine to conpany B.3®

As discussed supra, the Court is unable to determ ne at

% Acushnet Co. v. Dunl op Maxfli Sports Corp., 2000 U.S. Dist. LEXI S

10123 at *8.

% Id., citing Shanrock Techs., Inc. v. Medical Sterilization, Inc.,

903 F.2d 789, 793 (Fed. Cir. 1990).
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this point in the proceedi ngs whether the requisite |evel of
privity exists/existed between M. M chael and M3 to prevent
M3 from successfully claimng that Dow breached its warranty
of marketable title regarding the *650 patent. Addi ti ona
i nformation as to the nature of M. Mchael’s positions with
M3 and the anobunt of power he exerted over that organi zation
and its subsidiaries would aid the Court trenendously. As a
result, Dows notion to dismss cum notion for sumary

j udgnent nust al so be denied at this tine.
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CONCLUSI ON

For the foregoi ng reasons, the Defendant’s Motion to Di sm ss
and for Partial Sunmary Judgnent is denied. The Plaintiff’s
Motion to Dismss/Mtion for Summary Judgnent is denied as

wel | .

T 1S SO ORDERED.

Tol i ver, Judge
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